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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 4, 6,-7, and 13 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

As currently drafted, the claims include the following language: said photographic 
or digital image. However, the independent claims from which these claims depend 
from have been amended to eliminate the term "photographic"- the independent claims 
are solely related to colored digital images. It is suggested that the term "photographic" 
be deleted in the above noted claims to provide a clear and concise understanding of 
the claimed invention. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 3, 4, 6-20, and 27-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miyazaki (US 6,235,376, of record). 
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Miyazaki is directed to a pneumatic tire construction in which the sidewall 
includes a colored picture or photograph (Column 1 1 , Lines 40)- one of ordinary skill in 
the art would have recognized such language (picture or photograph) to include colored 
digital images. As to the portion of the sidewall surface that is covered with the above 
noted colored picture or photograph, one of ordinary skill in the art at the invention 

♦ 

would have found it obvious to cover at least 50% of the sidewall depending on the 
desired aesthetic effect. It is emphasized that the degree to which the colored picture or 
photograph covers the tire outer surface represents an aesthetic characteristic that does 
not contribute to the mechanical function of the tire. For example, a user might desire a 

4 

single picture or photograph to be displayed over the entire circumferential extent of the 
tire or a user might desire a number of different pictures/photographs. Absent any 
conclusive showing of unexpected results, one of ordinary skill in the art at the time of 
the invention would have found it obvious to form the colored picture of Miyazaki over at 
least 50% of the outer sidewall surface. 

With respect to claims 4 and 6, as noted above, the degree to which the colored 
picture is arranged over the sidewall does not contribute to the mechanical function of 
the tire- it represents an aesthetic design choice that would have been well within the 
purview of one of ordinary skill in the art at the time of the invention depending on the 
desired aesthetic effect. 

As to claims 7, 10-12, 14-17, and 19, the colored region of Miyazaki can be at 
least one of pictures, characters, symbols, photographs, and patterns- it is evident that 
the respective images can be formed of at least one color (e.g. photographs and 


■ 

t 
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pictures are generally multi-colored). One of ordinary skill in the art at the time of the 
invention would have recognized the arrangements of Miyazaki as including raised 
elements (e.g. patterns). 

Regarding claims 8 and 9, a tire is recognized as having a texture and/or 
sculptured outer surface. 

With respect to claims 13 and 18, the content of the picture or photograph does 
not contribute to the mechanical function of the tire- in this instance, the selection of a 
wide variety of images or designs, including a camouflage design, would have been well 
within the purview of one of ordinary skill in the art at the time of the invention. 

Regarding claims 20 and 27-29, the color of the outer surface of the sidewall is 
independent of the characteristics of the colored digital image. Furthermore, the 
specific color of the outer surface of the sidewall and/or tread does not contribute to the 
mechanical function of the tire- it represents an aesthetic design choice that would have 
been well within the purview of one of ordinary skill in the art at the time of the invention 
depending on the desired aesthetic effect. 

With respect to claim 30, it is well recognized that a tire is mounted on a rim to 
define a wheel assembly. 

As to claims 31-34, the claims fail to further define the structure of the claimed 
tire article or wheel assembly- the claims are directed to the method of selecting and 
matching the color of the tire rubber to an additional tire component. It is additionally 
. noted that such a selection is dependent on the desired aesthetic effect. 
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With respect to claims 35, 36, and 39-41 , the formation of colored tires having a 
uniform color throughout its depth is extremely well known in the tire industry. One of 
ordinary skill in the art at the time of the invention would have found it obvious to form 
the tire of Miyazaki as a colored or non-colored (black) tire- the particular color of the 
tire does not contribute to the mechanical function of the tire but rather pertains to a 
desired aesthetic effect. It is further noted that the disclosed coloring agents represent 
the extremely well known and conventional agents used to form colored rubber 
compositions in the tire industry (particularly dyes and pigments). 

Regarding claims 37 and 38, it is equally well known to form a tire in which the 
outer surfaces are not the same color. For example, the sidewall can be formed of a 
first color and the tread can be formed of a second color. It is emphasized that the 
particular selection of a tire having uniform or non-uniform outer surfaces is a design 
choice that would have been well within the purview of one of ordinary skill in the art at 
the time of the invention. 

5. Claims 21 , 23, 24, 26, and 42-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miyazaki as applied in claim 1 above and further in view of Ono (JP 
08156501, of record) and Rogal (DE 19613801, of record). 

While Miyazaki fails to expressly describe a tire construction in which the outer 
surface changes color with time, it is extremely well known in the tire industry to include 
such arrangements, primarily to indicate a tire characteristic (e.g. temperature, 
pressure) or provide a safety mechanism (e.g. improves visibility of tire), as shown for 
example by Ono and Rogal. It is further noted that the claims simply require that the 
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outer surface of the sidewall is configured to change color with time- it appears that 
such a limitation is directed to an aesthetic effect that is separate and distinct form the 
inclusion of a colored digital image on the outer sidewall surface (colored outer surface 
is independent from the inclusion of colored digital image). One of ordinary skill in the 
art at the time of the invention would have found it obvious to form a portion of the outer 
sidewall surface with a color changing arrangement as such is commonly employed in 
modern day tire constructions. Lastly, the combination of aesthetic effects is not seen 
to further define the mechanical function of the tire. 

Regarding claims 43-45, Ono recognizes arrangements in which the color 
changes with vehicle speed (increased temperature) and thus necessarily changes as a 
function of pressure (increase in vehicle speed accompanied by increase in pressure). 
6. Claims 22 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miyazaki as applied in claim 1 above and further in view of Porto (United States 
Statutory Invention Registration Number H1283, newly cited). As detailed above 
Miyazaki is directed to a tire construction that includes colored display information in the 
form of, among other things, pictures or photographs (generic to digital images). In this 
instance, the inclusion of said display information is independent of the characteristics 
of the tire outer sidewall and/or tread surface. It is extremely well known to form the tire 
outer surface with wear indicating means, in which case a particular color corresponds 
to a certain amount of wear (colors change over time and thus are irreversible). Porto 
provides one example of such a construction in which a wear indicating means is 
provided in the sidewall and the tread (Abstract). As noted above, the claim only 
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requires that the outer sidewall surface is configured to change color with wear- this 
feature is separate and distinct form the inclusion of a colored digital image on the outer 
sidewall surface. The respective limitations each represent an aesthetic effect and their 
use individually or in combination would have been well within the purview of one of 
ordinary skill in the art at the time of the invention. One of ordinary skill in the art at the 
time of the invention would have found it obvious to form the tire of Miyazaki with a well 
known and conventional wear indicating means as such assemblies provide improved 
safety. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1, 3, 4, and 6-45 have been 
considered but are moot in view of the new ground(s) of rejection. 

The rejections with Ono and Leguillon have been withdrawn jn view of applicant's 
amendment. However, the rejection with Miyazaki has been maintained. 

Applicant initially argues that the display label of Miyazaki only covers a small 
portion of the outer sidewall while the claim requires at least 50% of the outer sidewall 
surface. As detailed above, the degree to which the colored picture or photograph 
covers the tire outer surface represents an aesthetic characteristic that does not 
contribute to the mechanical function of the tire. Furthermore, the reference specifically 
teaches that the display information is formed by "at least one of pictures, patterns, 
photographs, letters, symbols, etc.. This language suggests that one of ordinary skill in 
the art at the time of the invention would have readily appreciated a tire construction 
having a plurality of displays or arrangements and thus a tire in which a larger area of 
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the outer sidewall surface contains a colored digital image. Absent any conclusive 
showing of unexpected results, one of ordinary skill in the art at the time of the invention 
would have found it obvious to form the colored picture of Miyazaki over at least 50% of 
the outer sidewall surface. 

Applicant further argues that Miyazaki does not disclose digital images. Miyazaki 
teaches the inclusion of display information formed by at least one of pictures, patterns, 
photographs, etc.. In this instance, colored digital images are seen to represent a 
species of pictures and photographs. One of ordinary skill in the art at the time of the 
invention would have found it obvious to include digital images in the tire of Miyazaki as 
it represents one form of pictures and photographs. The particular type of display 
information does not appear to relate to the mechanical function of the tire but rather 
pertains to the desired aesthetic effect 

Lastly, it is noted that several dependent claims define color characteristics of the 
outer sidewall and/or tread surface. These claims do not limit the characteristics of the 
colored digital image but rather further define the respective tire outer surfaces. In this 
instance, Miyazaki is not limited to placing display information on a non-colored (black) 
outer surface. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 

this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 

■ 

CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin R. Fischer whose telephone number is (571) 272- 
1215. The examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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* 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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